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DETAILED ACTION 

Remarks 

1. Claims 1-21 are pending. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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3. Claims 1-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Paradinas et al. C Paradinas ' hereinafter) (Publication Number 2002/01 16478) in view of 
Shields et al. (' Shields ' hereinafter) (Publication Number 2003/0225797). 

As per claim 1 , Paradinas teaches 

A file creation method which creates a program-addition file for adding a program 
to a program-initiation recording medium of an information processing apparatus, 
comprising the steps of: (see abstract and background) 

acquiring identification information of the program-initiation recording medium 
(description when card connected, paragraph [0041]) in response to a program adding 
request received from a computer terminal connected to the information processing 
apparatus via a network; (request from device to install from card, paragraph [0049], 
lines 5-13; over network, paragraph [0060], lines 18-22) 

and creating a program-addition file in response to the identification information 
so that starting of the program on the information processing apparatus is allowed by 
the program-addition file with the program stored in the program-initiation recording 
medium, (description and application stored on the smart card to be executed when 
smart card connected to device, paragraphs [0039]-[0041]) 

Paradinas does not explicitly indicate "and model identification of the information 
processing apparatus" nor "and the model identification". 
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However, Shields discloses "and model identification of the information 
processing apparatus" and "and the model identification" (model number, paragraph 
[0047], lines 8-12). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine Paradinas and Shields because using the steps of "and 
model identification of the information processing apparatus" and "and the model 
identification" would have given those skilled in the art the tools to improve the invention 
by allowing different actions to be performed based on the model number of devices. 
This gives the user the advantage of being able to take advantage of features of their 
particular device. 

As per claim 2, Paradinas teaches 

the step of transmitting the program-addition file to the information processing 
apparatus via a network, (paragraph [0024]) 

As per claim 3, Paradinas teaches 

the step of storing the program-addition file in a program-addition recording 
medium (paragraph [0040]) 

which is used for the addition of the program to the program-initiation recording 
medium. (Minton v. Nat "lAss'n of Securities Dealers, Inc., 336 F.3d 1373, 1381,67 
USPQ2d 1614, 1620 (Fed. Cir. 2003) "whereby clause in a method claim is not given 
weight when it simply expresses the intended result of a process step positively recited." 
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Examples of claim language, although not exhaustive, that may raise a question as to 
the limiting effect of the language in a claim are: (A) "adapted to" or "adapted for" 
clauses; (B)"wherein" clauses; and (C)"whereby" clauses. Therefore intended use 
limitations are not required to be taught, see MPEP § 2106 Section ll(C), MPEP 
2111.04 [R-3]) 

As per claim 4, Paradinas teaches 

in the acquiring step, the identification information is acquired from a 
predetermined information provider device, (paragraph [0055]) 

As per claim 5, Paradinas teaches 

the program-addition file comprises a program file, an electronic signature of the 
program file, a configuration file, and an electronic signature of the configuration file, so 
that starting of the program on the information processing apparatus is allowed by the 
program-addition file with the program stored in the program-initiation recording 
medium, (paragraphs [0039]-[0041]) 

As per claim 6, Paradinas teaches 

the creating step comprises: acquiring the program file, the electronic signature 
of the program file, and the configuration file; (paragraphs [0039]-[0041]) 
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and creating a second electronic signature of the configuration file based on the 
identification information of the program-initiation recordiag medium and the acquired 
configuration file, (paragraphs [0039]-[0041]) 

As per claim 7, Paradinas teaches 

the program file, the electronic signature of the program file, and the 
configuration file are acquired from a predetermined information provider device, 
(paragraph [0055]) 

As per claims 8-9, 

These claims are rejected on grounds corresponding to the arguments given 
above for rejected claims 1-2 and are similarly rejected. 

As per claim 1 0, Paradinas teaches 

a file transmitting unit transmitting the program-addition file to a computer 
terminal in which the program-addition file is stored in a program-addition recording 
medium, (paragraphs [0039]-[0041]) 

As per claim 11, 

This claim is rejected on grounds corresponding to the arguments given above 
for rejected claim 5 and is similarly rejected. 



Application/Control Number: 10/802,769 Page 7 

Art Unit: 2169 

As per claim 1 2, Paradinas teaches 

A computer terminal which stores a program-addition file in a program-addition 
recording medium, the program-addition file being used to add a program to a program- 
initiation recording medium of an information processing apparatus, the computer 
terminal comprising: (see abstract and background) 

an information transmitting unit transmitting, to a server, a program adding 
request, which causes the server to acquire identification information of the program- 
initiation recording medium (description when card connected, paragraph [0041]) in 
response to the program adding request (request from device to install from card, 
paragraph [0049], lines 5-13; over network, paragraph [0060], lines 18-22); 

a file receiving unit receiving, from the server, a program-addition file which is 
created by the server in response to the identification information so that starting of the 
program on the information processing apparatus is allowed by the program-addition file 
with the program stored in the program-initiation recording medium; (description and 
application stored on the smart card to be executed when smart card connected to 
device, paragraphs [0039]-[0041]) 

and a file storing unit storing the received program-addition file into the program- 
addition recording medium, (communication protocol, paragraph [0049]) 

Paradinas does not explicitly indicate "and model identification of the information 
processing apparatus" nor "and the model identification". 
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However, Shields discloses "and model identification of the information 
processing apparatus" and "and the model identification" (model number, paragraph 
[0047], lines 8-12). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine Paradinas and Shields because using the steps of "and 
model identification of the information processing apparatus" and "and the model 
identification" would have given those skilled in the art the tools to improve the invention 
by allowing different actions to be performed based on the model number of devices. 
This gives the user the advantage of being able to take advantage of features of their 
particular device. 

As per claim 1 3, Paradinas teaches 

This claim is rejected on grounds corresponding to the arguments given above 
for rejected claim 5 and is similarly rejected. 

As per claim 14, 

This claim is rejected on grounds corresponding to the arguments given above 
for rejected claim 1 and is similarly rejected. 

As per claim 15, 

This claim is rejected on grounds corresponding to the arguments given above 
for rejected claim 5 and is similarly rejected. 
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As per claim 1 6, Paradinas teaches 

An information processing apparatus which adds a program to a program- 
initiation recording medium by using a program-addition recording medium in which a 
program-addition file for adding the program to the program-initiation recording medium 
is stored, the information processing apparatus comprising: (see abstract and 
background) 

a recording-medium detection unit detecting the program-addition recording 
medium in which the program-addition file is recorded; (communication protocol, 
paragraph [0049]) 

and a program addition unit performing an authentication check of the program- 
addition file read from the program-addition recording medium, and adding the program 
to the program-initiation recording medium according to a result of the authentication 
check, (description and application stored on the smart card to be executed when smart 
card connected to device and authentication, paragraphs [0039]-[0041], [0055]) 

Paradinas does not explicitly indicate "based on model identification of the 
information processing apparatus". 

However, Shields discloses "based on model identification of the information 
processing apparatus" (model number, paragraph [0047], lines 8-12). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine Paradinas and Shields because using the steps of 
"based on model identification of the information processing apparatus" would have 
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given those skilled in the art the tools to improve the invention by allowing different 
actions to be performed based on the model number of devices. This gives the user the 
advantage of being able to take advantage of features of their particular device. 

As per claim 1 7, Paradinas teaches 

when there are two or more program-initiation recording mediums, the program 
addition unit displays a screen to select one of the program-initiation recording 
mediums, and adds the program to the selected program-initiation recording medium, 
(paragraph [0025]) 

As per claim 18, Paradinas teaches 

This claim is rejected on grounds corresponding to the arguments given above 
for rejected claim 5 and is similarly rejected. 

As per claim 1 9, Paradinas teaches 

A program addition system comprising: (see abstract and background) 
a server which creates a program-addition file for being stored in a program- 
addition recording medium; (application developed and stored as executable code, 
paragraphs [0039]-[0040]) 

and an information processing apparatus which adds a program to a program- 
initiation recording medium by using the program-addition recording medium, 
(application stored on smart card, paragraphs [0039]-[0040]) 
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wherein the server is configured to acquire identification information of the 
program-initiation recording medium, in response to a program adding request received 
from a computer terminal connected to the information processing apparatus via a 
network, and to create a program-addition file in response to the identification 
information, so that starting of the program on the information processing apparatus is 
allowed by the program-addition file with the program stored in the program-initiation 
recording medium, (description and application stored on the smart card to be executed 
when smart card connected to device, paragraphs [0039]-[0041]; request from device to 
install from card, paragraph [0049], lines 5-13; over network, paragraph [0060], lines 18- 
22) 

wherein the information processing apparatus is configured to detect the 
program-addition recording medium in which the program-addition file is recorded, 
(communication protocol, paragraph [0049]) to perform an authentication check of the 
program-addition file read from the program-addition recording medium, and to add the 
program to the program-initiation recording medium according to a result of the 
authentication check, (description and application stored on the smart card to be 
executed when smart card connected to device and authentication, paragraphs [0039]- 
[0041], [0055]) 

Paradinas does not explicitly indicate "and model identification of the information 
processing apparatus" nor "and the model identification". 
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However, Shields discloses "and model identification of the information 
processing apparatus" and "and the model identification" (model number, paragraph 
[0047], lines 8-12). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine Paradinas and Shields because using the steps of "and 
model identification of the information processing apparatus" and "and the model 
identification" would have given those skilled in the art the tools to improve the invention 
by allowing different actions to be performed based on the model number of devices. 
This gives the user the advantage of being able to take advantage of features of their 
particular device. 

As per claim 20, Paradinas teaches 

A program addition system comprising: (see abstract and background) 

a server which creates a program-addition file for being stored in a program- 
addition recording medium; (application developed and stored as executable code, 
paragraphs [0039]-[0040]) 

and an information processing apparatus which adds a program to a program- 
initiation recording medium by using the program-addition recording medium, 
(application stored on smart card, paragraphs [0039]-[0040]) 

wherein the server is configured to acquire identification information of the 
program-initiation recording medium, in response to a program adding request received 
from a computer terminal connected to the information processing apparatus via a 
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network, and to create a program-addition file in response to the identification 
information, so that starting of the program on the information processing apparatus is 
allowed by the program-addition file with the program stored in the program-initiation 
recording medium, (description and application stored on the smart card to be executed 
when smart card connected to device, paragraphs [0039]-[0041]; request from device to 
install from card, paragraph [0049], lines 5-13; over network, paragraph [0060], lines 18- 
22) 

wherein the information processing apparatus is configured to receive the 
program-addition file from the server, (communication protocol, paragraph [0049]) to 
perform an authentication check of the received program-addition file, and to add the 
program to the program-initiation recording medium according to a result of the 
authentication check, (description and application stored on the smart card to be 
executed when smart card connected to device and authentication, paragraphs [0039]- 
[0041], [0055]) 

Paradinas does not explicitly indicate "and model identification of the information 
processing apparatus" nor "and the model identification". 

However, Shields discloses "and model identification of the information 
processing apparatus" and "and the model identification" (model number, paragraph 
[0047], lines 8-12). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine Paradinas and Shields because using the steps of "and 
model identification of the information processing apparatus" and "and the model 
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identification" would have given those skilled in the art the tools to improve the invention 
by allowing different actions to be performed based on the model number of devices. 
This gives the user the advantage of being able to take advantage of features of their 
particular device. 

As per claim 21, 

This claim is rejected on grounds corresponding to the arguments given above 
for rejected claim 5 and is similarly rejected. 

Response to Arguments 

4. Applicant's arguments filed 3/27/08 have been fully considered but they are not 
persuasive. 

With respect to claims 1 and 16, Applicant argues that neither Paradinas nor 
Shields disclose "acquiring identification information of the program-initiation recording 
medium and model identification of the information processing apparatus" or "creating a 
program-addition file in response to the identification information and the model 
identification". Applicant further argues that the Office Action sent 12/27/2007 takes the 
position that Shields teaches the acquiring and creating steps. Respectfully, it is noted 
that Paradinas is disclosed as teaching the claimed "acquiring identification information 
of the program initiation recording medium" as obtaining an application description when 
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the smart card is connected (paragraph [0041]), and not the Shields reference as 
argued by the Applicant. In addition, it is respectfully noted that Paradinas also 
discloses "creating a program-addition file in response to the identification information in 
response to the identification information" as the description and application stored on 
the smart card to be executed when the smart card is connected to the device 
(paragraphs [0039]-[0041]), and not the Shields reference as argued by the Applicant. It 
is respectfully noted that the model identification of the processing apparatus, which is a 
portion of the limitation argued by the Applicant, is in fact shown as being taught by 
Shields in the aforementioned Office Action. However, the teaching of Shields is limited 
to this portion of the limitation, which shows a model number of a device (paragraph 
[0047], lines 8-12), although the model number is non-functional in the claim regardless 
and therefor could be most any information associated with a device. Therefore it is 
respectfully submitted that Paradinas in view of Shields discloses the limitations in 
question. 

5. With respect to claims 2-1 5 and 1 9-21 , Applicant should submit an argument 
under the heading "Remarks" pointing out disagreements with the examiner's 
contentions. Applicant must also discuss the references applied against the claims, 
explaining how the claims avoid the references or distinguish from them. 



Conclusion 
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6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

The prior art made of record, listed on form PTO-892, and not relied upon is 
considered pertinent to applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jay A. Morrison whose telephone number is (571) 272- 
71 12. The examiner can normally be reached on M-F 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tim Vo can be reached on (571 ) 272-3642. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

July 2, 2008 



Jay Morrison Tim Vo 

TC2100 TC2100 



/Pierre M. Vital/ 

Supervisory Patent Examiner, Art Unit 2169 
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